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2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

WITHDRAWN REJECTIONS 

1. The 35 U-S.C. 102 rejection of claims 1-2 and 4 as 
anticipated by Berbeco of record in the Office Action mailed 
October 27, 2 003, Page 4 Paragraph 8, has been withdrawn due to 

Applicant's arguments in the Paper filed January 27, 2004. 

2. The 35 U.S.C. 102 rejection of claims 5-8 as anticipated by 
Shaw of record in the Office Action mailed October 27, 2003, 
Pages 4-5 Paragraph 9, has been withdrawn due to Applicant's 
arguments in the Paper filed January 27, 2004. 

3. The 35 U.S.C. 102 rejection of claims 5 and 10-12 as 
anticipated by Keough of record in the Office Action mailed 
October 27, 2003, Pages 5-6 Paragraph 10, has been withdrawn due 

to Applicant's amendments in the Paper filed January 27, 2004. 

4. The 35 U.S.C. 103 rejection of claims 5-7 over Arudi in 
view of Felter of record in Paper #4, Pages 6-7 Paragraph 6, has 

been withdrawn due to Applicant's amendments in the Paper filed 
January 27, 2 004. 
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5. The 35 U-S.C. 103 rejection of claims 10-13 over Hamuro et 
al in view of Felter of record in Paper #4, Pages 8-9 Paragraph 

8, has been withdrawn due to Applicant's amendments in the Paper 
filed January 27, 2004, 

6. The 35 U-S.C. 103 rejection of claim 3 over Berbeco in view 
of Felter of record in the Office Action mailed October 27, 

20 03, Pages 7-8 Paragraph 11, has been withdrawn due to 

Applicant's arguments in the Paper filed January 27, 2004, 

7. The 35 U.S,C. 103 rejection of claims 7 and 13 over Keough 
in view of Felter of record in the Office Action mailed October 
27, 2 0 03, Pages 8-9 Paragraph 12, has been withdrawn due to 

Applicant's arguments in the Paper filed January 27, 2004, 

NEW REJECTIONS 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the . invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
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invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

8. Claims 1-3, 5-7, 10, 12-13, 15-16, and 18-20 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Sugimoto et al 
(USPN 5, 981, 048) . 

Sugimoto et al anticipate a self-sustaining film (reference 
number la, Figure 1) . The inner thermoplastic resin film is a 
self-sustaining film because the inner and outer films are 
separately prepared films that are self-sustaining before being 
laminated together via an extrusion laminated adhesive layer 
(col. 6, 1*66-67) • The inner thermoplastic resin film includes 
an acrylic resin such as ethylene -methyl methacrylate (col -19, 
1.62-67 and col. 20, 1.1-15), which is a methylmethacrylate 
containing polymer. The composition further contains an 
antistatic agent in an amount of about 0.001 to 5wt% of the 
self-sustaining film (col. 9, 1.66-67 and col. 10, 1.1-12). The 
antistatic agent includes quaternary ammonium chloride, sulfate, 
salt, or nitrate (col, 24, 1.44-45 and col. 25, 1.13-25). The 
composition also contains a lubricant (col. 9, 1.66-67 and 
col. 10, 1.1-12). The lubricant includes polyethylene wax 
(col. 10, 1.43-46 and 1.62-63). Finally, the composition 



Application/Control Number: 09/914,185 Page 5 

Art Unit: 1772 

includes a light -shielding material (col.lO, 1.38-42). The 
light -shielding material includes zinc oxide (col. 11, 1.8-14). 

Regarding claims 5-7, the film (reference number la, Figure 
1) is described in the third embodiment (Figure 3) as being 
coated onto a Kraft paper layer (reference number 6, Figure 3 
and col. 7, 1.54-67). Note coated is defined as ""covered with a 
layer's in which the film (la) is a layer covering the paper 
layer. Furthermore, the limitation ''coated with" is not closed 
language and does not require that the coating is in direct 
contact with the paper. 

Regarding claims 10 and 12-13, the third embodiment teaches 
a package comprising the composition claimed and a paper layer 
(col. 7 1.54-67) . 

Regarding claims 15-16 and 18-20, the fourth embodiment 
teaches a package comprising the composition claimed (reference 
number la. Figure 4) covering or coating both sides of the 
intermediate layer comprising at least two laminae (both laminae 
are represented by reference number 4a, Figure 4) . Both laminae 
are plastic (col. 8, 1.41-44). 
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The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

9. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berbeco (USPN 4,596,668) in view of Sugimoto 
et al (USPN 5,981,048) . 

Berbeco teaches a self-sustaining film that can be extruded 
into antistatic mats, rods, or cables (col. 4, 1.1-8). The film 
comprises a composition including an acrylic resin base, which 
is a methylmethacrylate containing polymer (col. 2, 1.55-65). 
The composition further comprises 0.1 to 2 0wt% based on the 
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weight of the self-sustaining film of antistatic agent (col. 2, 
1.2 0-30) to impart a static dissipative property and a 
conductive property to the film. The antistatic agent is a 
quaternary ammonium compound (col. 3, 1.3-20). 

Berbeco fail to explicitly teach a polyethylene wax 
emulsion in the composition forming the self-sustaining film. 
However, Sugimoto et al teach that lubricants such as 
polyethylene wax are added to anti- static films in order to 
improve f ilm moldability (col, 10, 1.1-12). One of ordinary 
skill in the art would have recognized that a lubricant would be 
added to a composition that is extruded or molded into 
antistatic mats, rods, or cables, in order to improve the film 
moldability of that composition, as taught by Sugimoto et al . 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the applicant's invention 
was made to add a lubricant such as polyethylene wax to the 
antistatic composition of Berbeco, in order to improve the film 
moldability of that composition, as taught by Sugimoto et al . 

10. Claim 3 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berbeco and Sugimoto et al as applied to claim 
1 and in further view of Felter et al (USPN 4,895,886). 
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Berbeco and Sugimoto et al taken as a whole teach all that 
is claimed in claim 1 as shown above, but fail to suggest why 
the self-sustaining film further comprises a dispersion of zinc 
oxide particles. However, Felter et al teach a static 
dissipative composition including acrylic resin base and 
quaternary ammonium compounds of choline and another quaternary 
ammonium long chain antistat, in which a dispersion of silica or 
zinc oxide particles are added in order to stabilize the 
composition by preventing phase separation of antistatic agents 
(col. 2, 1.63-65). One of ordinary skill in the art would have 
recognized that both Berbeco, Sugimoto et al and Felter et al 
are teaching conductive and static dissipative or anti-static 
compositions and that zinc oxide particles are added to 
conductive and static dissipative compositions in order to 
stabilize the composition by preventing phase separation of the 
antistatic agents, as taught by Felter et al . 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the applicant's invention 
was made to add a dispersion of zinc oxide particles to the 
conductive and static dissipative composition of Berbeco and 
Sugimoto et al combined, in order to stabilize the conductive 
and static dissipative composition, as taught by Felter et al. 
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11. Claims 5, 10-12, and 15-20 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Keough (USPN 4,623,594) in 
view of Sugimoto et al (USPN 5,981,048). 

Keough teaches a package for electronic devices (col. 4, 
1.65-68) composed of paper, fabric, non-woven material, or 
metallized substrates coated with an antistatic coating (col. 3, 
1.42-58). The antistatic coating consists of an acrylic resin 
base (col. 2, 1.49-68) and an antistatic agent, including 
quaternary ammonium compounds (col. 3, 1.28-40). Keough also 
teaches that the exact amount of quaternary ammonium compound 
added to the polymer will vary from resin to resin, antistatic 
agent to antistatic agent, and intended use for the resulting 
product (col. 3, 1.40-47). However, Keough also teaches specific 
examples in which the quaternary ammonium compound is added in 
an amount of 5, 10, or 15 wt% based on the weight of the 
composition (col. 5, 1.5-55). Keough further teaches that the 
coating is applied by extrusion (col. 4, 1.16-19) to at least one 
side but can be applied to both sides of the substrate (col. 3, 
1.64-68) . 

Keough fails to explicitly teach a polyethylene wax 
emulsion in the composition forming the self-sustaining film. 
However, Sugimoto et al teach that lubricants such as 
polyethylene wax are added to anti-static films in order to 
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improve film moldability (col. 10, 1.1-12) , One of ordinary 
skill in the art would have recognized that a lubricant would be 
added to a composition that is extruded or molded, in order to 
improve the film moldability of that composition, as taught by 
Sugimoto et al . 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the applicant's invention 
was made to add a lubricant such as polyethylene wax to the 
antistatic composition of Keough, in order to improve the film 
moldability of that composition, as taught by Sugimoto et al . 

12. Claims 7 and 18 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Keough and Sugimoto et al as applied to 
claims 5 and 15 and in further view of Felter et al (USPN 
4, 895, 886) . 

Keough and Sugimoto et al taken as a whole teach all that 
is claimed in claims 5 and 18 as shown above, but fail to 
suggest why the self-sustaining film further comprises a 
dispersion of zinc oxide particles. However, Felter et al teach 
a static dissipative composition including acrylic resin base 
and quaternary ammonium compounds of choline and another 
quaternary ammonium long chain antistat, in which a dispersion 
of silica or zinc oxide particles are added in order to 
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stabilize the composition by preventing phase separation of 
antistatic agents (col. 2, 1.63-65), One of ordinary skill in 
the art would have recognized that both Keough, Sugimoto et al 
and Felter et al are teaching conductive and static dissipative 
or anti- static compositions and that zinc oxide particles are 
added to conductive and static dissipative compositions in order 
to stabilize the composition by preventing phase separation of 
the antistatic agents, as taught by Felter et al . 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the applicant's invention 
was made to add a dispersion of zinc oxide particles to the 
conductive and static dissipative composition of Keough and 
Sugimoto et al combined, in order to stabilize the conductive 
and static dissipative composition, as taught by Felter et al . 

Conclusion 

13 . The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Akao et al (USPN 
5,637,364); Atake (US 2002/0142181). 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Christopher P Bruenjes whose telephone number is 571-272-1489. 
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The examiner can normally be reached on Monday thru Friday from 
8 : OOam-4 :30pm. 

If attempts to reach the examiner by telephone are 
unsuccessful^ the examiner's supervisor, Harold Pyon can be 
reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Christopher P Bruenjes 



CPB U^— ^ '-^ 
March 12, 2004 



Examiner 

Art Unit 1772 





